( 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 2231 3-1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/027,667 



27752 



12/21/2001 



Mario Elmen Tremblay 



7590 



03/10/2004 

THE PROCTER & GAMBLE COMPANY 
INTELLECTUAL PROPERTY DIVISION 
WINTON HILL TECHNICAL CENTER - BOX 161 
6110 CENTER HILL AVENUE 
CINCINNATI, OH 45224 



8828 



1150 



EXAMINER 



NICOLAS, WESLEY A 



ART UNIT 



PAPER NUMBER 



1742 

DATE MAILED: 03/10/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



1 


Application No. 


Applicant(s) 




Kjnice MCiion ounjiuary 


10/027,667 


TREMBLAY ET AL 


Examiner 


Art Unit 






Wesley A. Nicolas 


1742 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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DETAILED ACTION 

3 rd Party Submission of Prior Art 

A 3 rd party submission of prior art was filed in this case on October 24, 2003. 
However according to 37 C.F.R. 1 .99(b)(1 ), it was not accompanied by the requisite fee. 
The same 3 rd party then re-submitted the prior art with the required fee on December 1 , 
2003. Although 37 C.F.R. 1.99(e) requires that "[a] submission under this section must 
be filed within two months from the date of publication of the application (§ 1.215(a)) or 
prior to the mailing of a notice of allowance (§ 1 .31 1 ), whichever is earlier", the 3 rd party 
submitted after the two month deadline which was May 6, 2003 (Publication of 
2003/0042134 was published on March 6, 2003), and provided a statement of why the 
submission was not timely. 

However, under the totality of the circumstances, the 3 rd party submission of prior 
are will be considered by the Office. No further action by Applicant is necessary. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 



Application/Control Number: 10/027,667 Page 3 

Art Unit: 1742 

only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-2, 24, are 29-31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Herrington et al. (6,261,464). 

Claim 1 is rejected because Herrington et al. teach an apparatus for electrolyzing 
an electrolytic solution, said apparatus comprising: 

- (a) a non-barrier electrolytic cell comprising: 

o (i.) an anode (col. 5, line 54); 

o (ii.) a cathode, said anode and said cathode defining a passage formed 

therebetween (cathode at Fig. 1, numeral 106 and passage is between 

numeral 106 and anode as outer electrode); 
o (iii.) an inlet port communicating with said passage, said inlet port used to 

receive a flow of electrolytic solution (for example Fig. 4, numeral 146); and 
o (iv.) an outlet port communicating with said passage, said outlet port providing 

an exit for the flow of electrolytic solution having been electrolyzed (for 

example Fig. 4, numeral 146); and 

- (b) a current supply for providing an electrical current from said anode to said 
cathode, wherein said current supply delivers less than about 5 watts of power, 
wherein the electrical current electrolyzes the flow of electrolytic solution (Fig. 1 , 
numeral 102). 

It should be noted that the specific power of the current supply is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
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which appears to be the case with the apparatus of Herrington et al. The specific power 
would have been considered a result effective variable by one having ordinary skill in 
the art. As such, one having ordinary skill would have routinely optimized the pressure 
of the chamber to obtain the purification attendant therewith, in re Boesch , 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 105 USPQ 233. 

Claims 2, 24, 29, 30, and 31 are rejected because Herrington et al. teach that the 
apparatus comprises a body which contains said electrolytic cell and power supply (Fig. 
1, numeral 108), a current supply such as a battery or a solar cell (col. 8, lines 1-5); a 
travel water purification device {i.e. "portable"; Abstract); is adapted to remove impurities 
(Abstract); and is adapted to kill microorganisms (col. 4, lines 18-25). 

3. Claims 1 , 3, and 5-31 are rejected under 35 U.S.C. 1 02(e) as being anticipated 
by Weakly et al. (2002/0157966 A1 ). 

Claim 1 is rejected because Weakly et al. teach an apparatus for electrolyzing an 
electrolytic solution, said apparatus comprising: 
- (a) a non-barrier electrolytic cell comprising: 

o (i.) an anode (Fig. 1 , numerals 20, 30 or 40); 

o (ii.) a cathode, said anode and said cathode defining a passage formed 
therebetween (Fig. 1, numerals 20, 30, or 40 with passage indicated by flow 
arrows 12); 
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o (iii.) an inlet port communicating with said passage, said inlet port used to 

receive a flow of electrolytic solution (Inlet at approximately numeral 18); and 
o (iv.) an outlet port communicating with said passage, said outlet port providing 
an exit for the flow of electrolytic solution having been electrolyzed (outlet 
near numeral 51); and 
- (b) a current supply for providing an electrical current from said anode to said 
cathode, wherein said current supply delivers less than about 5 watts of power, 
wherein the electrical current electrolyzes the flow of electrolytic solution (Fig. 1, 
"V"). 

It should be noted that the specific power of the current supply is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Weakly et al. The specific power 
would have been considered a result effective variable by one having ordinary skill in 
the art. As such, one having ordinary skill would have routinely optimized the pressure 
of the chamber to obtain the purification attendant therewith, in re Boesch , 617 

F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 105 USPQ 233. 

Claims 3, and 5-31 are rejected because Weakly et al. teach of a specific filter 
such as activated carbon (H 0049) or resin (H 0035) which can filter out arsenic (H 
0049). 

It should be noted that the specific rate or degree of filtration is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
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apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Weakly et al. The specific filtration 
properties would have been considered a result effective variable by one having 
ordinary skill in the art. As such, one having ordinary skill would have routinely 
optimized the pressure of the chamber to obtain the purification attendant therewith. In 
re Boesch , 617 F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 
105 USPQ 233. 

4. Claims 1 , 3, 63, and 65 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Ando et al. (5,534,120). 

Claim 1 is rejected because Ando et al. teach an apparatus for electrolyzing an 
electrolytic solution, said apparatus comprising: 
- (a) a non-barrier electrolytic cell comprising: 

o (i .) an anode (Fig. 1 , numerals 1 6 and/or 20); 

o (ii.) a cathode (Fig. 1, numeral 18), said anode and said cathode defining a 

passage formed therebetween (col. 4, lines 60-65: "flow paths"); 
o (iii.) an inlet port communicating with said passage, said inlet port used to 

receive a flow of electrolytic solution (Fig. 2, numeral 26); and 
o (iv.) an outlet port communicating with said passage, said outlet port providing 

an exit for the flow of electrolytic solution having been electrolyzed (Fig. 2, 

numerals 28 and/or 30); and 
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- (b) a current supply for providing an electrical current from said anode to said 
cathode, wherein said current supply delivers less than about 5 watts of power, 
wherein the electrical current electrolyzes the flow of electrolytic solution (Fig. 9, 
numeral 60). 

It should be noted that the specific power of the current supply is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Ando et al. The specific power 
would have been considered a result effective variable by one having ordinary skill in 
the art. As such, one having ordinary skill would have routinely optimized the pressure 
of the chamber to obtain the purification attendant therewith, in re Boesch , 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 105 USPQ 233. 

Claims 3 is rejected because Ando et al. teach a fluid movement mechanism 
(Example 2: "flow rate"), 

Claim 63 is rejected because Ando et al. teach an apparatus for electrolyzing an 
electrolytic solution, said apparatus comprising: 

- (a) a non-barrier electrolytic cell comprising: 

o (i.) an anode (Fig. 1 , numerals 16 and/or 20); 

o (ii.) a cathode (Fig. 1 , numeral 18), said anode and said cathode defining a 
passage formed therebetween, said passage having a distance between said 
anode and said cathode of less than about 0.6 mm (col. 5, lines 5-10); 



Application/Control Number: 10/027,667 Page 8 

Art Unit: 1742 

o (iii.) an inlet port communicating with said passage, said inlet port used to 

receive a flow of electrolytic solution (Fig. 2, numeral 26); and 
o (iv.) an outlet port communicating with said passage, said outlet port providing 
an exit for the flow of electrolytic solution having been electrolyzed (Fig. 2, 
numerals 28 and/or 30); and 
- (b) a current supply for providing an electrical current from said anode to said 
cathode, wherein said current supply delivers less than about 5 watts of power, 
wherein the electrical current electrolyzes the flow of electrolytic solution (Fig. 9, 
numeral 60). 

It should be noted that the specific power of the current supply is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Ando et al. The specific power 
would have been considered a result effective variable by one having ordinary skill in 
the art. As such, one having ordinary skill would have routinely optimized the pressure 
of the chamber to obtain the purification attendant therewith, in re Boesch , 617 

F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 105 USPQ 233. 

Claim 65 is rejected because Ando et al. teach a fluid movement mechanism 
(Example 2: "flow rate"), 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 32-33, 55, and 60-62 are rejected under 35 U.S.C. 102(e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Herrington et al. 
(6,261,464 B1). 

Herrington et al. teach an apparatus for electrolyzing an electrolytic solution, said 
apparatus comprising: 

- (a) a non-barrier electrolytic cell comprising: 
o (i.) an anode(col. 5, line 54); 

o (ii.) a cathode, said anode and said cathode defining a passage formed 
therebetween (cathode at Fig. 1 , numeral 106 and passage is between 
numeral 106 and anode as outer electrode); 

o (iii.) an inlet port communicating with said passage, said inlet port used to 
receive a flow of electrolytic solution (for example Fig. 4, numeral 146); and 
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o (iv.) an outlet port communicating with said passage, said outlet port providing 
an exit for the flow of electrolytic solution having been electrolyzed (for 
example Fig. 4, numeral 146); and 
- (b) a current supply for providing an electrical current from said anode to said 
cathode, wherein said current supply delivers less than about 5 watts of power, 
wherein the electrical current electrolyzes the flow of electrolytic solution (Fig. 1 , 
numeral 102). 

Herrington et al. fail to specifically teach the anode surface area. 

Claim 32 is rejected because the anode surface area claimed by Applicant (less 
than about 30 cm 2 ) would have been an inherent property in Herrington et al. because 
Herrington et al. is directed to a portable water disinfection system which is the size of a 
pen. One of ordinary skill in the art would have recognized an electrode surface area 
which can fit in a chamber the size of a pen would be less than 30 cm 2 in size. 

Claims 33, 55, and 60-62 are rejected because Herrington et al. teach that the 
apparatus comprises a body which contains said electrolytic cell and power supply (Fig. 
1 , numeral 108), a current supply such as a battery or a solar cell (col. 8, lines 1-5); a 
travel water purification device (i.e. "portable"; Abstract); is adapted to remove impurities 
(Abstract); and is adapted to kill microorganisms (col. 4, lines 18-25). 
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8. Claims 67-93 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ando et al. (5,534,120) as applied to claim 63 above, and further in view of Weakly et al. 
(2002/0157966 A1). 

Ando et al. and Weakly et al. are as applied, argued, and disclosed above and 
incorporated herein, but fail to specifically teach a filter such as activated carbon or 
resin which can filter out harmless materials. 

Weakly et al. teach of a specific filter such as activated carbon (11 0049) or resin 
(H 0035) which can filter out arsenic (H 0049). 

Claims 67-93 are rejected because it would have been obvious and within the 
ordinary skill in the art at the time the invention was made to have modified Ando et al. 
to include the filter material of Weakly et al. because Weakly et al. teach of a specific 
filter such as activated carbon (H 0049) or resin (H 0035) which can filter out arsenic (11 
0049) which would have minimized contaminants for the end user of the liquid, thereby 
increasing health or subsequent process efficiency. 

It should be noted that the specific rate or degree of filtration is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Weakly et al. The specific filtration 
properties would have been considered a result effective variable by one having 
ordinary skill in the art. As such, one having ordinary skill would have routinely 
optimized the pressure of the chamber to obtain the purification attendant therewith, in 
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re Boesch , 617 F.2d 272, 205 USPQ.215 (CCPA 1980). In re Aller , 
105 USPQ 233. 

9. Claims 34 and 36-54 and 56-59 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Herrington al. (6,261 ,464) as applied to claims 32 above, and further 
in view of Weakly et al. (2002/0157966 A1 ). 

Herrington et al. and Weakly et al. are as applied, argued, and disclosed above 
and incorporated herein, but fail to specifically teach a filter such as activated carbon or 
resin which can filter out harmless materials. 

Weakly et al. teach of a specific filter such as activated carbon (H 0049) or resin 
(U 0035) which can filter out arsenic (H 0049). 

Claims 34, 36-54 and 56-59 are rejected because it would have been obvious 
and within the ordinary skill in the art at the time the invention was made to have 
modified Herrington et al. to include the filter material of Weakly et al. because Weakly 
et al. teach of a specific filter such as activated carbon (H 0049) or resin (H 0035) which 
can filter out arsenic (U 0049) which would have minimized contaminants for the end 
user of the liquid, thereby increasing health or subsequent process efficiency. 

It should be noted that the specific rate or degree of filtration is a method 
limitation which does nothing to further define the structure in apparatus claims. The 
apparatus must merely be capable of operating at the specific operating conditions 
which appears to be the case with the apparatus of Weakly et al. The specific filtration 
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properties would have been considered a result effective variable by one having 
ordinary skill in the art. As such, one having ordinary skill would have routinely 
optimized the pressure of the chamber to obtain the purification attendant therewith, in 

re Boesch , 617 F.2d 272, 205 USPQ 215 (CCPA 1980). In re Aller , 
105 USPQ 233. 



10. Claims 64 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ando 
et al. (5,534,120) as applied to claim 65 above, and further in view of Herrington et al. 
(6,261,464). 

Ando et al. and Herrington et al. are as applied, argued, and disclosed above and 
incorporated herein, but fail to specifically teach that the apparatus comprises a body 
providing containment for said electrolytic cell and said current supply. 

Herrington et al. teach that the apparatus comprises a body which contains said 
electrolytic cell and power supply (Fig. 1, numeral 108). 

Claim 64 is rejected because it would have been obvious and within the ordinary 
skill in the art at the time the invention was made to have modified Ando et al. to include 
the body of Herrington et al. because Herrington et al. teach that the apparatus 
comprises a body which contains said electrolytic cell and power supply (Fig. 1 , numeral 
108) which would have provided for easy portability of the apparatus (i.e. "portable"; 
Abstract). 
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1 1 . Claims 4 and 35 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Herrington et al. (6,261 ,464), as applied to claims 3 and 34 above. 

Herrington et al. are as applied, argued, and disclosed above and incorporated 
herein, but fail to specifically teach the recirculating of the electrolytic solution. 

Claims 4 and 35 are rejected because it would have been obvious and within the 
ordinary skill in the art at the time the invention was made to have recirculated the 
electrolytic solution because recycling is an obvious engineering design improvement 
that comes from efficiency and economic design considerations (i.e. it is within routine 
skill in the art to recycle fluid through a "reactor" to increase yield). Changing economic 
considerations do not make obvious expedient into unobvious improvement. Ex parte 
Fuller , 172 USPQ 317. 

12. Claim 66 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Ando et al. - Weakly et al. combination, as applied to claims 3 and 34 above. 

The Ando et al. - Weakly et al. combination are as applied, argued, and disclosed 
above and incorporated herein, but fail to specifically teach the recirculating of the 
electrolytic solution. 

Claims 66 is rejected because it would have been obvious and within the 
ordinary skill in the art at the time the invention was made to have recirculated the 
electrolytic solution because recycling is an obvious engineering design improvement 
that comes from efficiency and economic design considerations (i.e. it is within routine 
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skill in the art to recycle fluid through a "reactor" to increase yield). Changing economic 
considerations do not make obvious expedient into unobvious improvement. Ex parte 
Fuller, 172 USPQ 317. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesley Nicolas whose telephone number is (571 ) 272- 
1247. The examiner can normally be reached on Mon.-Thurs. from 7 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King, can be reached at (571 ) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Wesley A. Nicolas 
Primary Examiner 



March 4, 2004 



